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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-5 and
13-16, all the clainms remaining in the present application.
Caimlis illustrative:

1. A flatting agent conprising an inorgani c hydrogel having
a pore volume of at least 1.0 m /g, a volatiles content of at
| east 40 wt.% an average particle size in the range of 1 to 10
m crons and a particle size distribution such that when the
i norgani ¢ hydrogel flatting agent is dispersed in a coating
vehicle, the fineness of grind is at |least 4.75 on a Hegman
scal e.
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In the rejection of the appeal ed clains, the exam ner relies

upon the follow ng references:

Young 2, 856, 268 Cct. 14, 1958
Dewl f, Il et al. (DeWlf) 4,474, 824 Cct. 2, 1984
Cohen et al. (Cohen) 4,595,578 Jun. 17, 1986
Wel sh et al. (Welsh) 5, 110, 769 May 5, 1992

The present application is a continuation of U S
Application No. 08/080,436, filed June 18, 1993, now abandoned.
An appeal was taken to this Board in the parent application and,
in a decision dated July 20, 1999, a nerits panel of the Board
affirmed the exam ner's rejection of the appeal ed clai ns under
35 U.S.C. § 102 over the sanme Cohen patent presently applied by
the exam ner. The clains of the instant appeal contain a
[imtation not present in the clains of the prior appeal, nanely,
t he hydrogel has a volatiles content of at least 40 wt.% In
addi tion, appellants now rely upon two decl arations that were not
argued in the prior appeal.

Appeal ed clains 1-5 and 13-16 stand rejected under 35 U.S.C
§ 102(b) as being anticipated by Cohen.

W have thoroughly reviewed the respective positions
advanced by appellants and the exam ner. In so doing, we find
t hat we cannot sustain the exam ner's rejection.

Al t hough Cohen di scl oses inorgani c hydrogel having the
presently clained pore volume, average particle size and fineness

of grind, the exam ner appreciates that Cohen is silent with
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respect to the volatiles content of the disclosed hydrogel.
However, it is the examner's position that since appellants’
specification states that a m ninumvol atiles content of 40%is
necessary to naintain the pore volune, and the pore vol une of
Cohen's hydrogel neets the clained pore volune of at |east

1.0 m/g, it necessarily follows that Cohen "nust inherently have
such volatiles content” (page 4 of Answer).

If the only evidence of record pertaining to volatiles
content was appellant's specification disclosure referenced by
the exam ner (page 9, lines 9-15), we mght agree with the
exam ner that it is reasonable to conclude that the hydrogel of
Cohen has a volatiles content of at |east 40 wt.% However, this
is not the case. As urged by appellants, the instant
specification discloses that "it is inportant that the
tenperature increase of the hydrogel during the mlIling process
be mnimzed" (page 9, lines 10-12), and "[s]Juch mIling
conditions, as noted above, are characterized by the absence of a
substantial tenperature increase of the hydrogel during mlling"
(page 9, lines 30-33). On the other hand, Cohen indicates no
appreciation for mnimzing tenperature during mlling of the
hydrogel but, rather, teaches that high tenperature mlling is
enpl oyed. For instance, Cohen discloses that:

Two drying nmethods were found to give consistently

hi gher pore volunes: (1) heating a thin layer of the
gel in a preheated dish in a nuffle furnace at 500° to
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600°C. and (2) direct exposure of the gel to burner
flanes as the particles pass along an iron channel or
flight as in a direct fired rotary kil n.

See colum 2, lines 52-57. 1In addition, Cohen discloses that

“[h]ot fluid energy mlling of ASH to reduce the particle size
was found usually to cause snaller | osses in PV conpared to
normal operation of the mll which showed a | arger | oss of PV
(colum 2, lines 58-61). Furthernore, Cohen exenplifies high
tenperature mlling: EXAMPLE | - 530°C, EXAMPLE Il - 500°C+;
EXAMPLE 11 - 530°C, EXAMPLE |V - approximately 510°C,

EXAMPLE VI - 240°C-310°C. Wil e EXAMPLE V does not specify the

tenperature of the mlling, the hydrogel is mcronized in a
heated fluid energy mll. Hence, whether Cohen describes the
mlled product as a hydrogel or an aerogel, it is clear that

Cohen does not enploy the mninmal tenperature during milling

whi ch appel | ants di scl ose as necessary for produci ng a hydrogel
having a volatiles content of at least 40 wt.% \Wile the

exam ner points to claim 14 of Cohen which recites a lower limt
of 200°C for drying the treated gel, which tenperature the

exam ner characterizes as "clearly "mld enough to naintain the
hydrogel as such, as in De WIf [sic, Dewlf]" (page 7 of
Answer), there is no evidence that treating the Cohen gel at
200°C woul d all ow for the mai ntenance of the clainmed volatiles
content. Furthernore, there is no evidence that all hydrogels

have a volatiles content of at |east 40 w. %
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As additional evidence that the hydrogel of Cohen does not
i nherently conprise a volatiles content of at least 40 w.%
appel lants offer the declarations of Dr. Stephen R Schm dt, a
co-inventor of the present application, and Janmes Neil Pryor.
Both declarants qualify as a person having skill in the art of
silica gels. The Schm dt Declaration states that the oil
absorption value for the hydrogel listed in Cohen's TABLE I
(258) is "indicative of gels in which the |iquid nedia has been
renoved, and are therefore not hydrogel s" (page 2 of Declaration,
| ast full paragraph). 1In response to the Schm dt Decl arati on,
the exam ner states that "[i]t is note [sic, noted] that it is
notoriously well known that hydrogels can have high oi
absorption val ues" (page 5 of Answer), but the exam ner offers no
evi dence in support of the statenent. Regarding the Pryor
Decl aration, the declarant states that "[f]rom the above
information, | further conclude that the volatiles content of
"I nmproved (ASH) was less than 24 w.% nore |ikely about
4.2 w.% (paragraph 14 of Declaration). On the other hand,
while the exam ner criticizes the confusing nature of the Pryor
Decl aration with respect to the discussion of the oil absorption
data, the exam ner does not address the conclusion stated by the
decl arant at paragraph 14.

I n concl usion, based on the foregoing, it is our judgnent

that the evidence of record, considered as a whol e, does not
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support the exam ner's conclusion that the hydrogel of Cohen
i nherently conprises a volatiles content of at |east 40 w. %

Accordingly, we are constrained to reverse the examner's

rejection.
REVERSED
EDWARD C. KI M.IN )
Adm ni strative Patent Judge )
)
)
g
CHUNG K. PAK ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
g
PETER F. KRATZ )
Adm ni strative Patent Judge )
ECK:clm
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